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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12/2/08 
has been entered. 

Response to Arguments 

Applicant's arguments with respect to claims 1-3 and 9 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 9 is rejected under 35 U.S.C. 101 as not falling within one of the four 
statutory categories of invention. While the claims recite a series of steps or acts to be 
performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to another 
statutory category (such as a particular apparatus), or (2) transform underlying subject 
matter (such as an article or material) to a different state or thing (Reference the May 
15, 2008 memorandum issued by Deputy Commissioner for Patent Examining Policy, 
John J. Love, titled "Clarification of 'Processes' under 35 U.S.C. 101"). The instant 
claims neither transform underlying subject matter nor positively tie to another statutory 
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category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. While the preamble of the claim recites the method is for use with a 
microscopic image capture apparatus, there is nothing in the inventive step of the claim 
that limits the capturing, extracting, replacing, reading, and computing to an electronic 
form. Hence, the claim is not tied to another statutory category or transforms underlying 
subject matter. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1 -3 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Douglass et al. (6215892), (hereinafter referred to as "Douglass") in view of 
Gagnon et al. (7027628), (hereinafter referred to as "Gagnon"). 

Regarding claim 1 , as shown in Figure 2, Douglass teaches a system for a 
microscopic image capture apparatus. The apparatus includes a low 
magnification optical system and a high magnification optical system (44 and 
44a, Fig. 4). Note, the turret (44) changes the magnification. The system further 
includes the hardware to provide an automated scanning for candidate cells at a 
low magnification, refocusing at a higher magnification and performing further 
analysis to confirm the cell candidate (Col 5 Line 55-Col 6 Line 10). The system 
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is run by a system processor (23) and microscope controller (31) (Col 5 Lines 20- 
34). 

The system performs the operation of capturing an image of a wide-angle 
view of an entire observing slide by a low magnification optical system and 
extracting a sample image area including a sample image from the captured 
image of wide-angle view (Col 10 Lines 12-21). 

Douglass further teaches one method of performing auto focus at a high 
magnification is to automatically set a plurality of horizontal positions in which a 
height coordinate Z is acquired from the extracted sample image area and 
reading a height coordinate which is a focal point position of the high 
magnification optical system in each of the set horizontal positions (Col 1 1 Lines 
9-12, Col 11 Lines 24-40, Col 12 Lines 20-26). Once the focus positions are 
obtained for the set horizontal positions, adjusted position of a focal point in an 
arbitrary position in the sample image area using the set horizontal positions and 
height coordinate data is computed (Col 1 1 Lines 57-65). The height value is 
used to adjust the microscope in order to capture an image (Col 1 1 Lines 61-62). 
However, Douglass fails to disclose the Z coordinate calculation as claimed. 
Gagnon teaches that prior art processing systems tend to have slides that 
deteriorate over time and are unavailable (Gagnon: column 1 , lines 59-67). To 
help alleviate this need, Gagnon teaches automatically setting a plurality of 
positions over the sample in each of which a height coordinate Z is acquired 
(Gagnon: column 6, lines 35-67; column 7, lines 1-32. By applying correction 
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data to the Z position, the current Z position must be known in order to apply the 
proper amount of correction data). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to take the 
apparatus disclosed by Douglass and add the Z processing taught by Gagnon in 
order to help increase the life of the slides and the available of the samples. 

Regarding claims 2-3, Douglass further teaches the apparatus uses a grid 
of points centered on the scan area and obtains focus positions using the auto- 
focusing method of Figure 13a (Col 11 Lines 41-56, Figs 14 and 15). As shown 
in Figure 15, the grid points are at predetermined intervals. 

Regarding claim 9, note the examiners rejection for claim 1 . 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID CZEKAJ whose telephone number is (571)272- 
7327. The examiner can normally be reached on Mon-Thurs and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mehrdad Dastouri can be reached on (571) 272-7418. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dave Czekaj/ 

Primary Examiner, Art Unit 2621 



